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DETAILED ACTION 
Election/Restrictions 

Applicant's election with traverse of Species (a) Fig. 4, claims 1-22, in the reply filed on 
07/13/2007 is acknowledged. 

The traversal is on the ground(s) that: 

(1) No references were cited to show necessity of restriction. 

This is not found persuasive because as provided in MPEP § 808.01 Species: 

— Where there is no disclosure of relationship between species (see MPEP § 806.04(b)), 
they are independent inventions and election of one invention following a requirement for 
restriction is mandatory even though applicant disagrees with the examiner. 

There must be a patentable difference between the species as claimed. See MPEP § 
806.04(h). Since the claims are directed to independent inventions, restriction is proper 
pursuant to 35 U.S.C. 121, and it is not necessary to show a separate status in the art or 
separate classification. A single disclosed species must be elected as a prerequisite to 
applying the provisions of 7 CFR 1.141 to additional species if a generic claim is 
allowed. 

As provided in MPEP § 808.02 (C) 

— Patents need not be cited to show different fields of search. 

Accordingly, it is not required to show references to show necessity of restriction. 
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(a) The outstanding Office Action merely dos not established the appropriate explanation 
statement in that the application directed to the patentably distinct species. 

This is not found persuasive because as provided in MPEP § 809.02 (a) reproduced 

below: 

“Clearly identify each (or in aggravated cases at least exemplary ones) of the 
disclosed species, to which claims are restricted. The species are preferably 
identified as the species of figures 1, 2, and 3 or the species of examples I, II, 
and III, respectively. In the absence of distinct iisures or examples to identify the 
several species, the mechanical means, the particular material, or other 
distinguishing characteristic of the species should be stated for each species 
identified. If the species cannot be conveniently identified, the claims may be 
grouped in accordance with the species to which they are restricted. ” 

The Examiner clearly identifies in the Office Action the distinct species of the claimed 
the invention and supporting such finding by providing figures that clearly identify the distinct 
species of the invention the species were conveniently identified with the figures. The examiner 
further recognizes that species a and b are materially different in embodiment designs as 
described with respect to the corresponding identified figures having different modes of 
operations, functions and effects of the method and apparatus for recording the optical recording 
medium, which are not an obvious variant of species. 

As provided in MPEP § 808.01 Species: Election of species should not be required 
between claimed species that are considered clearly unpatentable (obvious) over each other. In 
the instant case the species are identified to be not an obvious variant of species. 
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The requirement is still deemed proper and is therefore made FINAL. 



Claims 23-30 are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected Species, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on 07/13/2007. 



Claim Rejections - 35 USC §101 



35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 



Claim 22 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter as follows. Claim 22 define a program stored in a carrier wave with 
descriptive material as defined in the specification on page 19, paragraph [0091]. While 
"functional descriptive material" may be claimed as a statutory product (i.e., a "manufacture") 
when embodied on a tangible computer readable medium, a carrier wave (i.e., signal) embodying 
that same functional descriptive material is neither a process nor a product (i.e., a tangible 
"thing") and therefore does not fall within one of the four statutory classes of § 101 . Rather, 
"signal" is a form of energy, in the absence of any physical structure or tangible material. 
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Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 

sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-22 are rejected under 35 U.S.C. 102(b) as being anticipated by Ko et al. U.S. 
Patent No. 6,160,778. 

Claims 1-22 recites “temporary defect information with a size equal to a multiple 
(N=0,l,2, . . . )” of size (K) and further recites “remaining temporary defect information, 
excluding the temporary defect information with the size equal to K x N”. From the alternative 
language (N = 0,1 ,2, . . .) in the claim, for an N = 0, the recording of temporary defect 
information on the recording medium would no have been performed, or the recording medium 
would have no temporary defect information recorded. 

The claims are given their broadest reasonable interpretation and in light of the 
supporting disclosure and Applicant’s specification describes the size equal to N = 0. 

From the case of the alternative language N= 0. 

Ko et al. discloses a recording method, corresponding apparatus, recording medium and 
corresponding tangible computer readable medium having stored a program thereon that 
separately records to an optical recording medium temporary defect information and size 
information (see Figures 2-17; col. 9, lines 24-31; cof 10, lines 6-41; col. 11, lines 30-36). 
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Before the recording medium is being process the recording of temporary defect 
information and size information on the recording medium would not have been performed, or 
the recording medium would have no temporary defect information recorded. Ko et al. discloses 
that it is temporary because is updated at every recording operation. 

Hence, Ko et al. anticipates claims 1-22 as provided by the alternative language. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jorge L. Ortiz-Criado whose telephone number is (571) 272- 
7624. The examiner can normally be reached on Mon.-Fri 10:00 am- 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, William Korzuch can be reached on (571) 272-7589. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
systein, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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